
I
n creating inter partes review 
and post grant review as part 
of the America Invents Act, Con-
gress vested in the Patent Office 
the power to decide whether to 

institute such a review when request-
ed by a challenger. The availability 
and scope of judicial review of those 
institution decisions has attracted 
significant attention in the federal  
courts.

Earlier this term, the Supreme 
Court held that federal courts cannot 
review the Patent Trial and Appeal 
Board’s decision regarding the time-
liness of a petition for inter partes 
review. See Thryv,  v. Click-to-Call 
Techs., 140 S. Ct. 1367 (2020). Thryv 
left open several related questions, 
however, and since Thryv the Federal 
Circuit has issued one decision—
with two more pending—regarding 
the availability of judicial review 
of other aspects of PTAB institu-
tion decisions. See ESIP Series 2 v. 
Puzhen Life USA, 958 F.3d 1378 (Fed. 
Cir. 2020); Facebook v. Windy City 
Innovations, 953 F.3d 1313 (2020); 

SIPCO v. Emerson Elec. Co., 939 F.3d 
1301 (Fed. Cir. 2019), vacated, No. 
19-966, 2020 WL 3146672 (2020). We 
report here on these cases.

 Cuozzo and the “No Appeal” 
Provisions of Sections 314(d) 
and 324(e)

Section 314 of Title 35 governs 
the institution of inter partes review 
(IPR) proceedings. Section 314(d), 
entitled “No Appeal,” states “[t]he 
determination by the Director wheth-
er to institute an inter partes review 
under this section shall be final and 
nonappealable.” Likewise, Section 
324, which governs institution of 
covered business method review 
(CBM), also contains a “No Appeal” 
provision that states “[t]he determi-
nation by the Director whether to 
institute a post-grant review under 
this section shall be final and nonap-
pealable.” 35 U.S.C. §324(e).

Four years ago, in Cuozzo Speed 
Technologies v. Lee, the Supreme 
Court addressed when, if ever, the 
decision to institute an IPR can be 
challenged on appeal. The court 
held that Section 314(d) precludes 
review of the Patent Office’s institu-
tion decisions where “the grounds 
for attacking the decision to institute 
inter partes review consist of ques-
tions that are closely tied to the appli-

cation and interpretation of statutes 
related to the Patent Office’s decision 
to initiate inter partes review.” 136 
S. Ct. 2131, 2141 (2016). The Cuozzo 
court noted, however, that it was 
not deciding the “the precise effect 
of §314(d) on appeals that implicate 
constitutional questions, that depend 
on other less closely related statutes, 
or that present other questions of 
interpretation that reach, in terms 
of scope and impact, well beyond 
‘this section.’” Id. For example, IPR 
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 Judicial Review of PTAB Decisions  
Following ‘Thryv v. Click-to-Call’

Earlier this term, the Supreme 
Court held that federal courts 
cannot review the PTAB’s deci-
sion regarding the timeliness of 
a petition for inter partes review.



challenges must be based on printed 
prior art, rather than on an asserted 
failure to meet the requirements of 
Section 112; the court noted that its 
decision does not “enable the agen-
cy to act outside its statutory limits 
by, for example, canceling a patent 
claim for ‘indefiniteness under §112’ 
in inter partes review.” Id. at 2141–42. 
The court allowed that such “‘she-
nanigans’ may be properly reviewable 
in the context of” 35 U.S.C. §319 and 
under the Administrative Procedure 
Act. Id. at 2142.

'Thryv v. Click-to-Call'

The Thryv case addressed wheth-
er the Patent Office’s decision that 
an IPR challenge was timely could 
be reviewed on appeal, or whether 
Section 314(d) precluded judicial 
review of the Patent Office’s timeli-
ness determination.

Thryv’s predecessors were sued 
in 2001 for infringement of Click-to-
Call’s patent relating to technology 
for anonymous telephone calls, and 
the suit was later voluntarily dis-
missed without prejudice. Thryv, 
140 S.Ct. at 1371. In 2013, Thryv 
petitioned for IPR of Click-to-Call’s 
patent. Because 35 U.S.C. §315(b) 
precludes an entity from filing an 
IPR petition more than one year 
after it was (or those in privity with 
it were) “served with a complaint 
alleging infringement of the pat-
ent,” Click-to-Call argued that the 
prior lawsuit against Thryv’s pre-
decessors rendered Thryv’s IPR 
untimely. The PTAB rejected Click-
to-Call’s argument and instituted 
review, holding that “a complaint 
dismissed without prejudice does 

not trigger §315(b)’s one-year limit.” 
Id. On the merits, the PTAB invali-
dated 13 of Click-to-Call’s patent 
claims as obvious or anticipated.

Click-to-Call appealed the PTAB’s 
time-bar decision. The Federal Cir-
cuit dismissed for lack of jurisdic-
tion, agreeing with Thryv and the 
Patent Office that Section 314(d) pre-
cluded judicial review of the PTAB’s 
timeliness decision. Id. at 1371–72. 

Following its en banc decision in Wi-
Fi One v. Broadcom Corp., 878 F.3d 
1364 (Fed. Cir. 2018), however, the 
Federal Circuit granted panel rehear-
ing and reversed its previous deci-
sion, holding that Thryv’s petition 
for IPR was untimely “because the 
2001 infringement complaint, though 
dismissed without prejudice, started 
the one-year clock under §315(b),” 
140 S.Ct. at 1372.

The Supreme Court granted cer-
tiorari and vacated the Federal 
Circuit’s decision, holding that the 
PTAB’s decision that Thryv’s petition 
was timely under Section 315(b)’s 
“time limit” is “closely related to its 
decision whether to institute inter 
partes review and is therefore ren-
dered nonappealable by §314(d).” 
Id. at 1370. The court explained that 
because the one-year bar in Section 
315(b) “expressly governs institu-

tion and nothing more,” a conten-
tion that a petition is untimely under 
that provision “is a contention that 
the agency should have refused ‘to 
institute an inter partes review.’" A 
challenge to a petition’s timeliness 
thus raises ‘an ordinary dispute 
about the application of an institu-
tion-related statute’” under Cuoz-
zo. Id. at 1373 (citations omitted).

'ESIP Series 2 v. Puzhen Life'

In ESIP, the Federal Circuit ap-
plied Thryv and Cuozzo to address 
the appellate review of the PTAB’s 
decision regarding whether a petition 
properly identified the real parties 
in interest. Puzhen Life petitioned 
for IPR of an ESIP patent relating 
to air diffusers. 958 F.3d at 1380. In 
defending against that challenge, 
ESIP argued before the PTAB that 
Puzhen had failed to identify two real 
parties in interest as required by 35 
U.S.C. §312(a)(2), which states that 
“a petition may be considered only 
if” it includes “identification of all real 
parties in interest.” Id. at 1385–86. 
The PTAB rejected that challenge, 
and invalidated the claims of ESIP’s 
patent as obvious. ESIP appealed, 
attacking both the obviousness 
determination and the PTAB’s con-
clusion that Puzhen had properly 
identified the real parties in interest.

The Federal Circuit rejected the 
real-parties-in-interest challenge as 
outside the federal courts’ review: 
“In view of Cuozzo and [Thryv], we 
find no principled reason why preclu-
sion of judicial review under §314(d) 
would not extend to a Board decision 
concerning the ‘real parties in inter-
est’ requirement of §312(a)(2). ESIP’s 
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In creating inter-partes and 
post-grant review as part of 
the AIA, Congress vested in 
the Patent Office the power 
to decide whether to institute 
such a review when requested 
by a challenger.



contention that the Board failed to 
comply with §312(a)(2) is ‘a conten-
tion that the agency should have 
refused to institute an inter partes 
review.’” Id. at 1386. A real-parties-in-
interest determination is “‘an ordi-
nary dispute about the application 
of’ an institution-related statute,” and 
is thus unreviewable. Id.

 'Facebook v. Windy City Innovations'

Windy City sued Facebook for 
infringing patents related to methods 
of communicating over a computer-
based network. Facebook, 953 F.3d 
at 1317. Exactly one year after being 
served with Windy City’s complaint, 
and before Windy City had identified 
the specific claims it was asserting in 
district court, Facebook petitioned 
for IPR of several claims of each 
patent. After Windy City identified 
its asserted claims—and also after 
the one-year time bar of §315(b) 
passed—Facebook filed two more 
petitions for IPR of additional claims 
of two of Windy City’s patents, and 
moved for joinder of the new IPRs to 
the already instituted IPRs. The PTAB 
instituted both new IPRs and granted 
Facebook’s motions for joinder, find-
ing that Facebook “has established 
good cause for joining” the new pro-
ceedings with the existing IPRs. Id. 
at 1317, 1320. When the PTAB issued 
its final written decisions, some of 
the claims it found unpatentable 
were claims challenged only in the 
later-filed IPRs. Id. at 1317–18. Windy 
City appealed the PTAB’s joinder 
decisions and obviousness findings.  
Id. at 1318.

The Federal Circuit issued a 
decision before Thryv came down, 

and agreed with Windy City that 
“§315(c) does not authorize same-
party joinder and also that it does 
not authorize joinder of new issues 
material to patentability, such as 
new claims or new grounds.” Id 
at 1322. The court held that the 
statute allows the Patent Office “to 
‘join as a party to [an IPR] any per-
son who’ meets certain threshold 
requirements,” and that it would 
be “an extraordinary usage of the 
term ‘join as a party’ to refer to 
persons who were already parties.” 
Id. at 1324.

After Thryv came down, Facebook 
petitioned for rehearing and the 
Federal Circuit invited briefing from 
the parties and the United States. 
803 F. App’x 408. In its supplemental 
brief, Facebook argues that disputes 
about whether joinder was proper 
are a type of dispute about whether 
“the petitions were untimely and 
should not have been instituted—
and Thryv makes clear that Section 
314(d) bars review of that claim.” 
2020 WL 3169492, at *1. Windy City 
responds that improper joinder of 
two IPRs is “an agency action out-
side the scope of its authority,” and 
is thus “precisely the type of issue 
that is judicially reviewable, even 
after Thryv.” 2020 WL 3169493, at 
*2. The United States, as amicus 
curiae, agrees with Facebook that 
joinder decisions are integral to 
institution decisions and are thus 
not reviewable on appeal, “[a]t 
least where the Board institutes 
an inter partes review on a petition 
that would otherwise be untimely.’” 
2020 WL 3169491, at *6. The case 
remains pending.

'SIPCO v. Emerson Electric'

Emerson Electric petitioned for 
CBM review of a SIPCO patent related 
to a communication device. SIPCO, 939 
F.3d at 1304. In deciding to institute 
CBM review, the PTAB concluded 
SIPCO’s patent did not claim a “tech-
nological invention” and qualified as 
a “covered business method patent” 
within the meaning of the America 
Invents Act. Id. at 1305.

In its final written decision the PTAB 
reiterated its “technological invention” 
analysis and also found the challenged 
claims patent-ineligible and obvious. 
SIPCO appealed. Id. at 1306–07. On 
appeal, while Thryv was still pending, 
the Federal Circuit held that some of 
the PTAB’s findings regarding whether 
the patent covered a “technological 
invention” were arbitrary and capri-
cious, vacated the Board’s patentabil-
ity determinations, and remanded to 
the Board to reconsider whether the 
patent claimed a technological inven-
tion. Id. at 1311, 1314.

Emerson petitioned for certiorari, 
arguing that the then-pending Thryv 
case might shed light on whether a 
court may review the PTAB’s deci-
sion that a patent meets the thresh-
old requirements for CBM. 2020 WL 
550758, at *I. On June 15, the Supreme 
Court granted Emerson’s petition, 
vacated the Federal Circuit’s decision, 
and remanded the case to the Federal 
Circuit “for further consideration in 
light of” Thryv. 2020 WL 3146672, at 
*1. The case now remains pending 
at the Federal Circuit.
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